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-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 

THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136 (a). In no event, however, may a reply be timely filed after SIX (6) MONTHS from the 
mailing date of this communication. 

• If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days wilt be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply wit), by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )(xl Responsive to communication(s) filed on Oct 28, 2002 __ 

2a) □ This action is FINAL. 2b) This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 1 1; 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 29-39, 41-43, 56-58, and 74-84 is/are pending in the application. 



4a) Of the above, claim(s) 31-33, 41-43, and 56-58 
5)D Claim(s) 



6) 1x1 Claim (s) 29, 30, 34-39, and 74-84 

7) D Claim(s) 

8) □ Claims 



is/are withdrawn from consideratio 

is/are allowed. 

is/are rejected. 

is/are objected to. 



are subject to restriction and/or election requirement 



Application Papers 

9)D The specification is objected to by the Examiner. 



1 0)D The drawing(s) filed on 



is/are aO accepted or tt)D objected to by the Examiner. 



Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

1 1 )□ The proposed drawing correction filed on is: £3 approved tQ] disapproved by the Examine 

If approved, corrected drawings are required in reply to this Office action. 

1 2) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) D Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
a)D All b)D Some* c)D None of: 

1 . □ Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No. . 



3. □ Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau {PCT Rule 17.2(a)). 
*See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(e). 
a)D The translation of the foreign language provisional application has been received. 

1 5) D Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § § 1 20 and/or 1 21 . 

Attachment(s) 

1) O Notice of References Cited (PTO-892) 4) Q Interview Summary (PTO-413) Paper No(s). 

2) Q Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) Q Notice of Informal Patent Application (PTO-1 52) 

3) Q Information Disclosure Statement(s) (PTO-1449) Paper No{s). 6) Q Other: 



U. S. Patent and Trademark Office 

PTO-326 (Rev. 04-01) 



Office Action Summary 



Part of Paper No. 23 
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1 . In view of the new rejections based on Inaguma, this action is non-final. 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs ( 1 ), (2), and (4) of section 3 7 1 © of this title before the invention 
thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIPA) do not apply to the examination of this application as the application being examined was 
not (1) filed on or after November 29, 2000, or (2) voluntarily published under 35 U.S.C. 122(b). 
Therefore, this application is examined under 35 U.S.C. 102(e) prior to the amendment by the 
AIPA (pre-AIPA 35 U.S.C. 102(e)). 

3. Claims 29, 30, 34-39 and 74-84 are rejected under 35 U.S.C. 102(e) as being clearly 
anticipated by Inaguma et al. 

Fig. 7 of Inaguma is virtually the same as applicant's elected embodiment of Fig. 7. 

Applicant cannot rely upon the foreign priority papers to overcome this rejection because 
a translation of said papers has not been made of record in accordance with 37 CFR 1.55. See 
MPEP§ 201.15. 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 1 02 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. Claims 29, 30 and 34-38 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yuuichi (JP 8104246) in view of Kobayashi ' 107. 

See the rejection of Paper No. 21 (mailed 7/29/02). 

6. Claims 39 and 74-84 are rejected under 35 U.S.C. 103(a) as being unpatentable over the 
combination of Yuuichi and Kobayashi as applied to claims 29, 30 and 34-38 above, and further in 
view of Applicant's Admitted Prior Art (APA). 

See the rejection of Paper No. 21 (mailed 7/29/02). 

7. Applicant's arguments filed October 28, 2002 have been fully considered but they are not 
persuasive. 

Applicant urges that experimentation and innovation are used in determining the chamfer 
arrangements (page 5). The examiner considers that the experimentation required in determining 
the chamfer arrangements is merely routine experimentation and is therefore not patentable. A 
review of the prior art shows myriad arrangements of chamfers based on various factors such as 
the desired degree of steering assist and tolerable level of noise. See the description of the related 
art in Kobayashi '107, for example. 



Application/Control Number: 09/582,870 
Art Unit: 3611 



Page 4 



Applicant alleges (bottom of page 5) that under the examiner's reasoning Kobayashi and 
Yuuichi could not be combined. The examiner does not agree because applicant's conclusion is 
based on reverse logic which is not necessarily accurate. 

In response to applicant's argument that there is no suggestion to combine the references, 
the examiner recognizes that obviousness can only be established by combining or modifying the 
teachings of the prior art to produce the claimed invention where there is some teaching, 
suggestion, or motivation to do so found either in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 
1596 (Fed. Cir. \9&8)md In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this 
case, the motivation to combine, as set forth in the rejection is to provide for ease of manufacture 
by eliminating unnecessary chamfers, thereby requiring fewer machining steps. As shown in figs. 
4 A and 4B of Kobayashi, it is known to have chamfers 6 only on the spool posts that are adjacent 
the pump supply , and that it is not necessary to have chamfers on the valve body. Also, as stated 
in the rejection, Kobayashi provides additional motivation to combine its teachings, which is to 
reduce the noise of the fluid. 

8. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Daniel G. DePumpo whose telephone number is (703) 308-1 1 13. 



dgd 

December 5, 2002 




DANIEL G. DePUMPO 
PRIMARY EXAMINER 



